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REMAKKS/ARGUMENTS 

§101 RejectioJis 

>.ted claims 1-13 and 18-22 on the basis that the claims did not 



§102 Rejections . , . 

4at all of the pending c^^vm are allowable over Eder. 

General contextual comments 
■ ri^ hoth refer to certain deficiencies of traditional financial 

fundamentally different approaches. 

Tl^essentialprohlemthatEderatternpts to solve is incorporadng intangible a^^^^^ 
Tin Eder proposes methods by which enterprise value can be calculated 

enables a user to model tlow venous 
..A m the orocess of bosiness valuation, their main puipose is not busmess 
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describes a new approach to measuring business perfomance which is based not on past 
transactions (as in traditional accounting), but on modeling the potential of a business to 
create value in fiiture. Aspects of the present system that represent departures from 
traditional practice include: 

Focusing on individual value streams (both financial and non-financial) as the 
basic "unit of measure" for tracking value creation; 

0 Linking all assumptions about value streams to past or future events; 

Recognizing interdependencies between non-financial value streams and 

financial value streams; . ^ ^ ^x. 

Designing the system to analyze value creahon performance irom the 
perspective of multiple stakeholders, rather than only shareholders as is the traditional 

practice^^^_^^ a high degree of transparency into the system, by enablmg users 
and groups of users to see for themselves the effect of utilizing various alternative sets 
of assiunptions in varying levels of detail; 

Permitting stakeholders to interact directly with the system m real tune to 

mfluence outcomes; . i j * j 

Designing the system so that it is capable of generating contmuously updated 
value creation outcomes in real time as events unfold. 

Fuithennore, as just ouUined, the present invention assesses individual value streams 
based on assumptions tied to future events whereas, although Eder talks about "predictive 
models" (Fig. 1), these predictive models are based on mathematical relationships derived 
hampast data (how past 'value drivers' related to past valuations over various past dates). 
Although Eder uses a variety of prior-art malhematic procedures (Markov Chains, Monte 
Carlo Methods. Neural Networks, Option-Valuing Equations, Genetic Algorithms, etc.), they 
are all focused on analyzing past data in order to optimize Eder-s so-called '•predictive 
models". Although such an approach can be useful for, say, short-term trading (where past 
volatility is likely to have some influence on tomorrow's price swings), it breaks down when 
one looks into a longer future that may involve new processes, new markets, new competitors 
not captured in past data. That is why the present invention focuses on explicit assumptions as 
to ^9 future, with each assumption tied to fiiture and past events, the assumptions changing 
over time as events occur. 

The present system is the subject of several patent applications that are cuirenUy 
before the USPTO. Many of the disputed claims m the present case, serial no. 09/586,722, 
deal with aspects of the design of the present system that arc intended to enable users to 
interact with the system in novel ways. 
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AS will be asserted m more detail below, an issue considered in the design of the 
present invention is the credibility of the assumptions and events that are used to assess the 
value creation potential of the value streams of a business enteipiise. With traditional 
financial leporting, the credibility of the numbers steins from the fact that they can all be 
traced to original transactions with third parties. Since the present invention deals with value 
streams extending into the ftiture, however, it is not possible to base the credibility of the 
system on historical transactions. 

TtereforB the present system is designed so that users can examine for themselves the 
assumptions and events that are used to assess the vahie creation potential of the value 
streams of a business enterprise. There are several ways by which users can gain confidence 
in the assumptions and events. One way is to simply examine the assumptions and events 
built into a base case scenario. Another way is to alter the assumptions and events to create 
their own scenario, and view the unpact that iheir changes had on the results. Another way 
would be to examine alternative scenarios created by other users, or groups of users. 

Of course, in order to make the degree of transparency possible, there are ways of 
placing some constraints on the ability of users to interact with the system. For reasons of 
commercial confidentiality, not all users should necessarily have access to all events and 
assumptions. It might be appropriate to restrict certain users to a less detailed set of 
assumptions and events, while providmg other users with access to a more detailed set of 
assumptions and events. It might be appropriate to permit users view the assumptions of 
some users and groups, but not other users and groups. 

The present invention provides such advantages by: 

Placing all assumptions and events in a multi-level hierarchy; 

Creating a user authorization system that defines at what level in flie multi- 
level hierarchy each user is permitted to access and alter variables; 

Selectively authorizmg users to view the combmed effect of designated user s 
or group's (pluralities of users) altered variables. 

In order to facilitate this latter functionality, the present invention mcludes the 
concept of an "assumptions filter*' that specifies the specific set of variables, based on the 
designated users and groups, that would be presented to a -calculation engine" in order to 
calculate outcomes based on the designated inputs. 
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Ed«r does not disclose any of the novel method, for enabling users to interact with 
and gain confidcnccin the assumptions and events inthernodeMsprovidcdin^e^^^^^ 
■^.nnon. AswJth virt^^ly every model, Eder specifies that users can alter vanables. Tins 
is not new. nor is this what the present invention's claims are based upon. 

Someofthe disputed claims in the present appUcation deal withadifferent aspect of 
thepresent system. Which is the ability ofthe system to enable stakeholderstoproviderea^ 

time feedback on the perfonnance of the organization, ftom their perspective. Ob^mmg 
direct feedbackfromstakeholdersin real thne on specific aspects of eatetprisep^^^ 
and incorporating that feedbackdirectly into the calculatiotrofvalue creation out^ 

novel aspect of the present system that is not anticipated by Eder. 

Some of the disputed claims in the present application deal with a different aspect of 
the present systenr,whichis the ability ofthe^emtomodel value creation outcomes that 

axe expressed as financial present values, as well as value creation outcomes that are 

expressed as non-fmancial metrics, 

A.ote novel a^cc. of fl>c mvcaSoi. .to. i< ^ 
^n-f^i.X ou«,o™«: in ±c c^^ of a«.c,d outton«.. «^ ^ ^ " 

case of non-financial outtomes, expiessed as non-financial meeica. 

Edet is an example of a nodeline approach and ayaBn, d». ia deaigncd B, gencate 
»„con»a fc. axe exp«s»ed as financial valnes. Tl.e o»*u. of.be Ede, system, as 

^rese^ed by Pisures 14 and 15 of *e Ede, speciiicaSon. consists of financial nnmta.s. 
^sedasp«sen.>.l«esgene»«dinacconiancewi.h«,e«e.l.odsaisclosedmEder. h 

CO...S. .0 ttic present invendon, Eder does „o. disclose n,ed.ods <br g»««ing non^nanaa, 

metrics as an output of the system- 

In summaiy. white s« some sinilartties to the way to, Eder and ttie p^sen. 
invention descdb. fl« bactgronnd probl«n, 4ey innnedietdy diverge i«o ,ai» diffir^it 
soluttons eeneratlng entirely dilftrem »snl« based on fa„d.n.e«.lly diffiren. approsohes 
and methods. 
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However, because Eder and the present invention both adapt, in different ways, some 

time value of money concepts end teolmiques. there ai« some superficial similarities. Hiese 

quickly disappear based on a careM technical analysis. 

A. Claim 1. 

With respect to claim 1 . the Examiner aseerts that Eder discloses "a method of 
processing data relating to the peifomiance of a business enterprise in creating value, 
comprising-, developing a data structure including assumed variables that have an mfluence 
on a value stream of the busmess enteiprise, the assumed variables in said data stmctuie 
being arranged in a multi-level hierarchy in which assumed variables positioned at a lower 
level in the hiemrchy influet.ce one or more assumed variables positioned at a higher level m 
Ae hierarchy (C11.L15^3). "The Value of current-opetation' is comprised of components 
revenue, expense and capital, which are further comprised of subcomponents. Hius. the 
subcomponents influence the components, which influence the value of current-operation.)" 

The cited reference describes the methods in Eder which subdivide value of current- 
operation into Revenue. Expense and Capital components of value, fiirlher divide Expense 
and Capital into sub-components of value, and link the components and subcomponents of 
value to tangible and mtangible elements of value. 

Two issues arise with respect to the above assertion: 

1) Does Eder in fact disclose methods that relate to individual value streams of 
an enterprise? 

2) Does Eder disclose methods relating to a multi-level hierarchy in which 
assumed variables positioned at a lower level in the Werarchy mfluence one or more 
assumed variables positioned at a higher level in the hierarchy? 

1) Eder does not disclose methods that relate to individual value streams of an 
enterprise. 

TTie present invention focuses on the analysis of "value streams." A value stream for 
a business enterprise is defined in the present mvention as "an aggregation of financial and 
non-financial benefits flowing to the business and arising firom a minimum set of activities 
that are necessary to give rise to the benefits." (Pending App. at page 9, lines 4-6). The 
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present specification points out that value streams can be historical or fuiiiie, and financial or 
non-financial. at page 9). 

As an example of how vahie streams work in the present invention, consider an 
individual drug that fonns part of the portfolio of a pharmaceutical company. The value 
stream associated with that specific drug can be modeled as a stream of financial benefits 
flowing to the organization over time. In addition, if the drug happened to be a cure for 
cancer, there could also be non-fmancial benefits for many stakeholder classes, such as: for 
enterprise management and employees the enhancement of tie company's reputation; for 
customer enhanced health and prolonged life. In both cases, the value streams could be 
related to a minimum set of activities required to give rise to the benefits: in this case, the 
company's development and promotional activities related to the specific drug. 

A model in the present invention for such a pharmaceutical company would be 
concerned with analyzing the value streams associated with each individual drug in the 
company's portfolio. 

By contrast, Eder does not disclose any methods for the analysis of individual value 
streams. At CI 1. L16-35. Eder breaks "value of current-operation" down into three 
components: Revenue, Expense, and Capital. Of these, the only one that could possibly bear 
any resemblance to a value stream as defined by the present faivention is Revenue. But while 
Expense and Capital are fiirther broken down mto sub-components for analysis, Eder 
specifically notes that "the revenue value is not subdivided". Again at CI 9, LI 8 and CI 9, 
L22, Eder notes that "there is only one revenue component per enterprise" and "each 
enterprise lias one revenue componcnf . 

Eder does not disclose methods for generating a value for Revenue based on modeling 
revenue streams for individual products or technologies. RaUier, Eder is focused on analysis 
of "elements of value". As per CI 1, U9-52, "for the calculations completed by [Eder], an 
element of value will be defined as 'an identifiable entity or group that as a result of past 
transactions has provided and is expected to provide economic benefit to the enteiprise.' ... 
PRjdictive models are used to determine the percentage of: the revenue value, Ihc expense 
value sub-components, and the capital value sub-components tiiat ate attributable to each 
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element of value. The resulting values will then be added together to detennine the valuation 
for different elements as shown by the exatnple in Table 4." 



Comparing Eder's definition of "elements of value" and the present invention's 
definition of value streams demonstrates that we are dealing with quite different concepts. 
Eder's "identifiable entity or group" is clearly not the same as the present invention's 
"aggregation of financial and non-financial benefits flowing to the business and arising from 
a minimum set of activities that are necessary to give rise to the benefits". These differences 
are entirely consistent with the fimdamentally different approaches taken by Eder and the 
present invention. The methods that Eder discloses are focused on calculating fte valuation 
of tangible and mtangible assets as a percentage of the total valuation for the enterprise as of 
a specific point in time. By contrast, the methods of the present invention focus on modeHng 
the value potential of individual value streams over time and while, m aggregate. Hie present 
value of all value streams provides a value of the overall enterprise, enterprise valuation is 
not their prime purpose or focus. In sum, Eder does not disclose raeftods that relate to 
mdividual value streams of a business enterprise, as required by claim 1. 

2) Eder does not disclose methods relating to a multi-level hierarchy in which 
assumed variables positioned at a lower level in the hierarchy influence one 
or more assumed variables positioned at a higher level in the hierarchy. 

The claimed invention recites a multi-level hierarchy in which each assumed variable 
at a lower, more detailed level in the hierarchy influence one or more assumed variables 
positioned at a higher less detailed level in the hierarchy. Thus, the claimed hierarchy may 
provide a "many to many" relationship between variables at different levels m the hierarchy. 

The claimed hierarchy therefore involves more than Eder's division of a component 
of value into suVcoraponents of value. The sub-components of vahie in die Eder hierarchy 
can by definition only influence one variable at a higher level, smce they are simply 
subdivisions of that higher level. The sub-components of Expense vahie cannot by definition 
influence any other value than the Expense component of vahie. The Eder hierarchy is only a 
many to one relationship, and cannot influence more than one variable at a higher level in the 
hierarehy. 

3) Eder does not disclose determining a first outcome for the value stream 
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Hie Examiner goes on to assert that Eder discloses methods related to "detemiiiiing a 
first outcome for the value stream of the business enterprise based on the assumed variables 
(C12, Ll-30; The component values are calculated to detennine the operation value.)" 

As noted in subsection (1) above, Eder does not disclose methods related to 
determining outcomes of a value stream for a business enterprise. 

4) Eder cloea not disclose authorizing a first user to alter variables 
The Examiner goes on to assert that Eder discloses methods related to '*auttooriziaig a 
user to alter one or more of the assumed variables according to a level of the hierarchy in 
whicli the assumed variables are positioned (C20, L14-22, C21, L34-C22, L8; Useis can alter 
the variables when performing the calculations.)** 

C20, LI 4-21 of Eder refers to the ability of Eder users to redefine previously stored 
component and sub-component definitions, and store the redefined definitions in the 
database. 

C21, L34-C22, L8 of Eder refers to the ability of users to enter data relating to growth 
options and related scenarios. 

However, the claimed method does not relate to the simple ability of users to enter 
data into a model. The claimed method relates to authorization of users to alter variables 
according to a level of the hierarchy in which the assumed variables are positioned. 

Eder refers to no such metliods. There is no reference anywhere in Eder to 
"authorization" of users to do or not do anything. More specifically, Eder does not disclose 
methods relating to authorizing a user to alter variables according to a level of the hierarchy 
in which the assumed variables are positioned. For instance, Eder does not describe methods 
that would authorize some users to alter variables related to the Expense component of value 
(Le.. one level in a hierarchy), and authorizing other users to alter variables related to 
Expense sub-components of value, at another level in a hierarchy. 

5) Eder does not disclose determining a second outcome for the value stream 
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The Examiner goes on to assert that Eder discloses methods related to "determining a 
second outcome for the value stream of the business enterprise taking into account flie altered 
assumed variables (C6, L44-64; C23, L12-15; The system allows the user to generate 
changes in the variables when perfonning the calculations.)." 

As noted in subsection (1) above, Eder does not disclose methods related to 
determining outcomes of a value stream for a business enterprise. 

For all the reasons stated above, it is not possible, Eder does not anticipate, claim 1 . 
B. Claim 2- 

With respect to claim 2, the Examiner asserts that Eder discloses "the method 
according to claim 1, wherein the first outcome includes a present financial value of the value 
stream (C12, Ll-30; Revenue, expense and capital are indicative of financial value.)'' 

As noted in section A.l . above, Eder does not disclose methods related to determining 
outcomes of a value stream for a business enterprise. Thus, for all of the reasons listed 
above, Eder does not anticipate claim 2. 

C- Claim 3. 

Claim 3 depends from claim 1 . Therefore, for all of the reasons listed above, Eder 
does not anticipate claim 3. Claim 3 is further independently patentable over Eder for the 
following reasons. 

With respect to claim 3, the Examiner asserts tliat "Eder discloses *e method 
according to claim 1, wherein the first outcome includes a non-financial metric (col. 19, lines 
27-30; Figure 5B; the first outcome can also include non-financial data.)" 

C19, L27-30 of Eder refers to "other (non-financial, non production) assets, liabilities, 
and two capital sub-components of ttiat are not used directly in the valuation calculation 
(production equipment and equity)." 
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The context makes it clear that what is being described in Eder aie the sub- 
componenlB of the Capital component of value, which is used in the calculation of Value of. 
cunent^peiation. What Eder is describing in the above reference are non-financial assets, 
not non-financial metrics. 

In the pending appUcation, ' Wfinancial value streams are quantified by various 
metrics that measure value creation performance of the business enterprise with respect to the 
value creation expectations of stakeholders. iTiose value creation expectations are related to 
benefits that ate not readily reducible to cash and cash equivalents. A non-financial outcome 
is an expected quantification, such as a numeric value or a yesMo result, expected to result 
fiom a particular non-financial value stream." (Pending App. at page 19). 

The Eder reference above is clearly describing an input or intermediate value, not an 
outcome. 

Therefore, the claimed methods related to expressing a non-financial outcome of a 
value stream in the form of a non-financial metric are not disclosedby Eder. and claim 3 is 
further patentable on this separated and independent basis. 

D. Claim 4. 

Claim 4 depends from claim 1. Therefore, for all of the reasons listed above, Eder 
does not anticipate claim 4. Claim 4 is further independently patentable over Eder for the 
following reasons. 

With respect to claim 4, the Examiner asserts that Eder "discloses the method 
according to claim 1, further comprising: authorizing each of a plurality of users to alter the 
assumed variables according to a level of the hierarchy in which the assumed variables ate 
positioned (citing abstract; C20. L14-22; C21. L34 - C22. L8; Figure 5A; Users can alter the 
variables when performing the calculations); storing, for each altered assumed variable, an 
identification of the user who made the alteration (citing C6. L44-M; C8, Ll-30: C9. L53 - 
CIO, LI ; CI 0, L6- J 8; Figures 4, 5A, 5B and 16; Users can track the changes they make in the 
system over time. User input is also stored m the daUbases.), and determining alternate 
outcomes for the value stream of the business enterprise taking into account selected 
aggregations of the altered assumed variables wherein the selected aggregations are formed 
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according to the stored identifications (citing C6. L44.64; C20. L18-22; Figure 1; The system 
detennines alternate outcomes based on the altered data.)" 

As noted in Section A.4. above, the issue is not whether users can change variables, 
but the manner in which they are au&orized to change variables, related to the level in the 
hierarchy in which the assumed variables are positioned. Eder does not disclose this. 

Furthermore, the Eder specification makes no reference to authorizing a plurality of 
users each to store aggregations of altered variables in such a way tJiat the altered variables 
can be retrieved based on the identity of the user. Eder does not disclose methods for one 
user to retrieve the altered assumptions of another user in order to view the outcomes for a 
value stream of a business enterprise based on the other user's assumptions. 

E. Claims 5 and 18. 

With respect to claims 5 and 18, the Examiner asserts that Eder "discloses a method 
of processing data related to the performance of a business enterprise in creating value, 
comprising developing a data structure including a pluraUly of assumed variables that have 
an influence on a value stream of the business enterprise, the data structure having a portion 
that defines a base case scenario for the business enterprise (citing CI 1 . LI 5-63; The 'Value 
of current-operation' is comprised of components revemie, expense and capital, which are 
further comprised of sub-componeats. Thus, the sub-components influence the components, 
which influence the value of current-operation)"; and "determining an outcome for the value 
stream of the business enterprise based on the assumed variables of the base case scenario 
(C12, LI -30); the components values are calculated to determine the operation value.** 

As noted in Section A. 1 - above, Eder does not disclose methods related to 
determining outcomes of a value stream for a business enterprise. In addition, while Eder 
nientions scenarios, principally in connection with growth options, there is no mention 
anywhere in Eder of tfie concept of a "base case" scenario. 

The Examiner goes on to assert that Eder discloses methods for "altering, by a 
plurality of users, selected ones of the pluraUty of assumed variables" (citing C20, L14.22, 
C21, U4-C22, L8; Users can alter the variables when performing the calculations); "storing 
each altered assumed variable in the data stmrture in association with an identifier of the user 
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who made the alteration, and maintaining the assumed variables of the base case scenano 
unchanged by tlie plurality of users (citing C6. L44-64, C8. Ll-30; C9, line 53-ClO, LI; CIO, 
L6-8; Figures 4, 5A, 5B, and 16); and "aggregating selected ones of the altered assumed 
variables and selected ones of the assmned variables of the base case scenario to fonn one or 
more alternate scenarios" (citing Cll, L36-52). 

C6, L44.64 of Eder refers to the Eder system giving a user the ability to track changes 
in value over time. 

C8, Ll-30 of Eder refers to the feet that the Eder system stores user input. 
C9, L53 - Cl 0, LI refers to the feet that the Eder system receives user input. 
CIO, L6-8 refers to user-provided input. 

Figures 4, 5 A, 5B and 1 6 aU demonstrate that in the Eder system, user input is 
provided and stored in the database. 

Cll, L36-52 of Eder refers to the methods by which components and sub-components 
of value are related to tangible and intangible elements of value. 

However, none of what is described by the above references is what is at issue. Every 
model of tliis sort enables users to provide input to the model. But what the present invention 
describes ts something quite different firom the simple ability of users to provide input, 

Tlie present invention describes a system in which a plurality of users are each able to 
specify ttieir own set of alterations to the variables in the base case scenario without actually 
altering the variables in th& base case scenario, or as recited in the claims, ^'maintaining the 
assumed variables of the base case scenario unchanged by the plurality of users. " 

All of the references cited above with respect to Eder describe methods by which 
users alter the data or variables in the Eder model. 

By contrast, in the clamied methods users do not directly change the data or variables 
in the base case scenario. Instead, the users specify, and store, specific alterations to the 
assumed variables in the base case, linked specifically to their identity as users. In effect, 
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each user is able to define their own unique scenario, based on a combination of base case 
scenario variables, and the specific variables that they have chosen to alter. 

There is no suggestion in Eder that users are able to define and store in a database 
unique alternative scenarios to a base case scenario that are specific to each user, and that 
combine variables drawn from the base case scenario as weU as user-altered variables. 

The Examiner goes on the assert that Eder discloses "determining an outcome for the 
value stream of the business enterprise based on each of the alternate scenarios (citing C6, 
L44.64; C20, LI 8-22; Figure 1; The system determines alternate outcomes based on the 
altered data.)" 

Again, the issue is not whether users can alter variables which the system uses to 
generate an outcome. User input by itself \% not novel. 

Rather the issue is whether the system supports the creation of multiple user-specific 
alternative scenarios, each of which combines variables from a base case scenario plus altered 
variables as specified by each user, each of which can be used to generate an outcome from 
the system, without actually changing the base case scenario. 

For all of these separated and independent reasons, the claims 5 and 18 are not 
anticipated in Eder. 

F, Qaims 6 and 19- 

Claims 6 and 19 depend from claims 5 and 1 8, respectively. Thcrefiore, for all of the 
reasons listed in Section E., Eder does not anticipate claims 6 and 19. Claims 6 and 19 are 
further independently patentable over Eder for the following reasons. 

With respect to claims 6 and 19, the Examiner asserts that Eder "discloses the method 
according to claims 5 and 18. whcrem the assumed variables are arranged in a multi-level 
hierarchy in which assumed variables positioned at a lower level in the hierarchy influence 
one or mote assumed variables positioned at a higher level in the hierarchy (citing CI 1. L15- 
63; The "Value of current-operation" is comprised of components revenue, expense and 
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capital, which are further comprised of sub-components. Thus the sub-components influence 
the components, which influence the value of current-operation.)" 

As noted in Section A.2. above, the Eder multilevel hierarchy is not the same as the 
claimed multi-level hierarchy. 

G. aaims 7 and 20, 

Claims 7 and 20 depend from claims 6 and 1 9, respectively. Therefore, for all of the 
reasons Ustcd in Sections E. and F., Eder does not anticipate clainis 7 and 20. Clahns 6 and 
19 are further independently patentable over Eder for the following reasons. 

With respect to claims 7 and 20, the Examiner asserls that Eder "discloses the method 
according to claims 6 and 19 wherein said altering further comprises authorizing each of the 
users to alter the assumed variables according to a level of the hierarchy in which the 
assumed variables are positioned (citing C20, L14-22; C21, L34 - C22, L8; Users can alter 
the variables when performing the calculations.)" 

As noted in Section A.4. above, Eder does not disclose methods related to authorizing 
users to alter variables related to a level of the hierarchy in which the assumed variables are 
positioned. 



Claims 8 and 21. 

Claims 8 and 2 1 depend from claims 5 and 1 8, respectively. Therefore, for all of the 
reasons Ksted in Section E., Eder does not anticipate claims 8 and 21 . Claims 8 and 21 arc 
further independently patentable over Eder for the following reasons. 

With respect to claims 8 and 21, the Examiner asserts that Eder "discloses the method 
according to claims 5 and IS, wherein the outcome of the based case scenario includes a 
present financial value of the value stream (citing C12, Ll-30; Revenue, expense and capital 
are indicative of financial value.)" 
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As noted in Section A.l . above, Eder does not disclose methods related to 
detennining outcomes of a value stream for a business enterprise. 

L Claim 9. 

Claim 9 depends from claim 8. Therefore, for all of the reasons listed in Section H,, 
Eder does not anticipate claim 9. Claim 9 is further independently patentable over Eder for 
the following reasons. 

With respect to claim 9, tlie Examiner asserts that Eder "discloses the method 
according to claim 8, wherein the outcome of the base case scenario includes a non-financial 
metric (citing CI 9, L27-30; Figiu^ 5B; The first outcome can also include non-financial 
data." 

As noted m Section C. above, Eder does not disclose ftie present methods related to 
expressing a non-financial outcome of a value stream in the form of a non-financial metric. 

X CBaim 10. 

With respect to claim 10, the Exammer asserts that Eder "discloses a method of 
processing data relating to the performance of a business enterprise in creating value, 
comprising: developing a data stmcmre including a plurality of assumed variables that have 
an influence on a value stream of the business enterprise, the data structure having a portion 
which defines a base case scenario for the business enterprise (citing Gil, L15-63; "The 
Value of current-operation" is comprised of components revenue, expense and capital, which 
are furflhec con^prised of sub-components. Thus, the gub-components influence the 
components, which influence the value of current-operation.)" 

As noted in Section A.l . above, Eder does not disclose methods related to 
determining outcomes of a value stream for a business enterprise. 

The Examiner goes on to assert that Eder discloses methods for "dete rmining an 
outcome for the value stream of the business enterprise based upon the assumed variables of 
the based case scenario (citing C12, Ll-30; The component values arc calculated to 
determine the operation value)"; '^rovidmg real-time feedback, by each of a pluiaUty of 
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users, on the value creation perfonnancc of the business enterprise (citing C20, L14-22; C2L 
L34 - C22, L8; Users can alter the variables when performing the calculations)"; "storing the 
real-time feedback in the data structure in association with an identifier of the user who 
provided each portion of the feedback, and maintaining the assumed variables of the base 
case scenario unchanged by the plurality of users (citing C6, L44-64, C8, Ll-30; C9, L53- 
ClO, LI; CIO, L6-8; Figures 4, 5 A, 5B, and 16: Users can track the changes they make in the 
system over tune. User input is also stored in databases)"; "aggregating selected ones of the 
portions of the feedback and selected ones of the assumed variables of the base case scenario 
(citing CI 1, L36-52: resulting values can be added together to form alternate scenarios)"; and 
"determining an outcome for the value stream of the business enterprise based upon the 
selected ones of the portions of the feedback and the selected ones of the assumed variable of 
the based case scenario (citing C6, L44-64, C20, LI 8-22; Figure 1: The system determines 
alternate outcomes based on the altered data) " 

For all of the reasons set forth in Section E. above, these Eder references do not read 
on the cited claim limitatjons. 

In addition to all of these reasons, claim 10 is further patentable over Eder because 
Eder does not provide for "real time feedback" from users. Tlie pending application indicates 
that among the target users of die system are various stakeholders of the organization, and 
also describes features of the system that are designed to enable stakeholders to provide real- 
time feedback on the performance of the organization, from their own specific perspective* 
For example, "Customers could be given the opportunity to provide their own feedback, from 
their perspective, on Company A*s on-time performance. If their feedback confirmed the 
internal information maintained by the company, this feedback would serve the validate the 
calculations with respect to customer value creation. On the other hand, if the feedback from 
the customer stakeholders indicated significant differences from the company's intemal 
information, this could be indicative of incorrect intemal information, or alternative, incorrect 
perceptions on the part of customers. In either case, this information would alert Company 
A's management to the need for action to address the problem. Figure 21 illustrates various 
metrics for which feedback may be provided by users or stakeholders in accordance with the 
present invention." (Pending App. at pages 37-38). 
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There is nothing in the Eder specification that discloses methods to peimit users who 
are stakeholders to provide real-time feedback on flie peifonnance of the organization, in 
such a way that the provided feedback influences the calculation of value creation outcomes. 
This is another novel aspect of the claimed invention that is not anticipated by Eder. 

K. Claim 11. 

aaim 1 1 depends from claim 10. Therefore, for all of the reasons listed in Section L, 
Eder does not anticipate claim 1 1 . Claim 1 1 is further independently patentable over Eder for 
the following reasons. 

With respect to claim 11, the Examiner asserts that Eder "discloses the method 
according to Claim 1 0, wherein the assumed variables are arranged in a multi-level hierarchy 
in which assumed variables positioned at a lower level in the hierarchy influence one or more 
assumed variables positioned at a higher level in the hierarchy (citing CI 1, L15-63; The 
"Value of current-operation" is comprised of components revenue, expense and capital, 
which are further comprised of sub-components. Thus the sub-components influence the 
components, which influence the value of current-operation.)" 

I 

As noted in Section A.2. above, the Eder multi-level hierarchy does not read on the 
claimed multi-level hierarchy. 

L. Claim 12. 

Claim 12 depends from claim 10. Therefore, for all of the reasons listed in Section J., 
Eder does not anticipate claim 12. Claim 12 is fiJrther independently patentable over Eder for 
the following reasons. 

With respect to claim 12. the Examiner asserts that Eder "discloses the method 
according to Claim 10 wherein ihe outcome of the base case scenario inohides a present 
financial value of the value stream (citing C12, Ll-30: Revenue, expense and capitol are 
indicative of financial value.)" 

As noted in Section A.1. above, Eder does not disclose methods related to 
determining outcomes of a value stream for a business enterprise. 
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M. Claim 13. . ^ - o t 

aaim 13 depe»i, fern data 10. Ware, fct .11 of the »as<ms l«M .n S«*on J., 

the following reasons. 

With respect to claim 13, the Examiner asserts that Eder "discloses the method 
according 10 daimlO. wherein the first outcome includesaBOB-finandalmetricC^^^^ 

L27-30; Figure 5B; the first outcome can also include non-finanoial data.)" 

AS noted in Section C abave,Eder does not disclose the claimed methods related to 
..pressingaaon-financxaloutcomoofavalue stream inihe form ofanan-WK>ialm 

N, Claim 14. 

W,th respect to claim 14, the Examiner asserts that Eder "discloses a system for 
processingdatarektingtotheperfoxmanceofabusinessenterpri^increatingvalae, 

comprising;amemorydeviceforstonngadatastn.ctureincludineassumedvariabL^^ 
l^ve a. influence on a value stream of a the business enterprise, the assumed vanables m saad 
data stmcture being arranged m a multi-level hierarchy in which assumed vanables 
positioned at a lower level in the hierarchy influence one or more assumed vanables 
positioned at a higher level iu the hxerarchy (citing Cll. L15.63; m "Value of current- 
operation" is comprised of components revenue, expense and capital, which are fitrther 
comprised of sub-components. Thus the sub-components n^uence the components, which 
influence the value of current-operation.)" 

As noted in Section A.l . above, Eder does not disclose methods related to 
determining outcomes of a value stream for a business enterprise. 

AS noted in A.2. above, the Eder multi-level hierarchy does not anticipate the claimed 

multi-level hierarchy. 

The Examiner goes on to assert that Eder discloses a "means for authorizing a user to 
alter one or more of the assumed variables according toalevelofihe hierarchy in which the 
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assun^d variables are positioned (citing C20. L14-22; C21, L34 - C22, L8; Users can alter 
the variables when performing the calculations.)" 

As noted in A.4, above. Edcr does not disclose methods related to authorizing users to 
alter variables related to a level of the hierarchy id which the assumed variables are 
positioned. 

The Examiner goes on to assert that Eder discloses "a filter for selecting certain ones 
of the assumed variables and for selecting certain ones of the altered assumed variables 
(citing C12. L44-G7; Cl6, L24-27; Figure 5A and 5B: The system selects certain variables for 
analysis and based on certam criteria may prompt the user for additional or altered data); and 
calculation engine for receiving the certain ones of the assumed variables and the certain 
of the altered assumed variables 6om the filter and for determining an outcome for the 
financial value stream of the business enterprise based on Ihe certain ones of the assumed 
variables and the certain ones of the altered assumed variables (citing C6, L44-64; C23. L12- 
24; The system calculates the received variables and compares them with previously 
specified variables)." 

None of the methods described in Eder include the functionality described in the 
claimed invention related to the assumption filter and calculation engtae. 

In contrast to Eder, the claimed invention enables users to selectively combine 
assumprions specified by management in a base case scenario, assumptions altered by other 
users, and assmnptions the user has altered. In order to support this functionality, the claimed 
inveiition provides a filter that determines on a case by case basis, in accordance with choices 
made by a user, precisely which user or group assumptions will override and be used instead 
of the assumptions in the base case scenario. 

Tlie filtered assumptions are then presented to a calculation engine which contains the 
various formulae necessary to calculate financial and non-financial outcomes in accoidance 
with the methods described in the pending application. 
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The Cited references from Eder only describe the ability of users to alter variables. 
Tliey do not describe the complex combination of variables from multiple users that are 
processed through a filter and calculation engine as described in the claimed invention. 

For all of these reasons, claim 14 is not anticipated by Eder. 
O. Claim 15. 

Claim 15 depends from claim 14, Therefore, for all of the reasons listed in Section 
N., Eder does not anticipate claim 15. 

P, Claim 16. 

Claim 1 6 depends from claim 14. -meiefore, for all of the reasons listed in Section 
N.. Eder does not anticipate claim 16. Claim 16 is further independently patentable over Eder 
for the following reasons. 

With respect to claim 16, the Examiner asserts that Eder "discloses the method 
acooniing to claim 4, wherein the outcome of the base case scenario includes a non-financial 
metric (citing C19, L27-30; Figure 5B)." 

As noted in Section C above, Eder does not disclose the claimed methods related to 
expressing a non-financial outcome of a value stream in the form of a non-financial metric. 

Q. Claim 17. 

Claim 17 depends from claim 14. Therefore, for aU of the reasons listed in Section 
N.. Eder docs not anticipate claim 17. Claim 17 is fUrther independently patentable over Eder 
for flie following reasons. 

With respect to claim 17, the Examiner asserts that Eder discloses the system 
according to Claim 14, further comprising means for authorizing a pluiality of users to alter 
one or more of the assmned variables according to a level of the hierarchy in which the 
assumed variables are positioned (citing C20. L14-22; C21 , L34 - C22. L8; Users can alter 
the variables when performing the calculations). 

26 

PAGI29l3rRCVDAT?ifl7ffiraiiisternDayl^^^^^ 



06/09/2004 15:53 FAX 650 833 2001 



GRAY GARY WARE #5 



li)030 



Application No. 09/586,722 

Attorney Docket Number 2101197-9911 10 

As noted in Section A.4. above, Eder does not disclose methods related to authorizing 
users to alter variables related to a level of the hierarchy in which the assumed variables are 
positioned. 

The Examiner goes on to assert that Eder discloses "means for determining alternate 
outcomes for tlie value stream of the business enterprise taking into account selected 
aggregations of the altered assumed variables wherein the selected aggregations are formed 
accoiding to the stored identifications (citing C6, L44-64, C8, Ll-30; C9, L53 - CIO, Ll; 
CIO, L6-8; Figures 4, 5A, 5B, and 16: Users can track the changes they make in the system 
over time. User input is a]so stored in databases.)" 

As noted in Section E. above, there is no suggestion in Eder that users are able to 
define and store in a database unique alternative scenarios to a base case scenario that are 
unique to each user, and combine variables drawn from the base case scenario and user- 
altered variables- 

SL Claim 22. 

Claim 22 depends from claim 18, Therefore, for all of the reasons listed in Section E., 
Eder does not anticipate claim 22. Claim 22 is further independently patentable over Eder for 
the following reasons. 

With respect to claim 22, tlie Examiner asserts that Eder discloses the method 
according to claim 18, wherein the outcome of the base case scenario includes a non-financial 
metric (citing C19, L27-30; Figure 5B; The first outcome can also include non-financial 
data). 

As noted in Section C. above, Eder does not disclose the claimed methods related to 
expressing a non-financial outcome of a value stream in the form of a non-financial metric. 

For all of these reasons, Eder does not anticipate claim 22. 
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CONCLUSIONS 



Applicants' invention is both novel and nonobvious over Eder for all of the various 
reasons set forth above. Eder does not teach each and every element of any of Applicants- 
claimed inventions. 

For all of these reasons. Applicants respectfully assert that all of claims 1-22 are in 
condition for allowance. The Exaininer*s early recoiisideration is respectfuUy requested If 
the Examiner has any questions, the Examiner is invited to contact Applicants' attorney at the 
followirig address or telephone nimiben 



David Alberti 

c/o Patent Department 

GRAY CARY WARE & FREIDENBJCH 

2000 University Avenue 

East Palo Alto, CA 94303-2248 

Telephone: (650) 833-2052 



Dated: June 9. 20Q_4 



Respectfully submitted. 

Gray Caw Ware & Freidenrich llp 




David AJberti 
Reg. No. 43,465 
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